Docket No.: FR920000015US2 
Confirmation No : 3700 



REMARKS 



The present application was filed on February 25, 2004 with claims 1 
through 23 . Claims 1 through 23 are presently pending in the above-identified patent 
application Claims 1, 10, 12, 13, 20, and 23 are independent claims 
5 In the Office Action, the Examiner rejected claims 1-23 under 35 US C, 

§1 03(a) as being unpatentable over Robinson et al (hereinafter, Robinson), "A 
Framework for Interacting with Paper," Eurographics 1997, Volume 16, Number 3 in 
view of Moran et al. (United States Patent Number 6,326,946 Bl; hereinafter, Moran). 

Rejection of Independent Claims 1, 10, 12, 13. 20 and 23 
10 Independent claims 1, 10, 12, 13, 20, and 23 were rejected under 35 

U , S C . § 1 03(a) as being unpatentable over Robinson in view of Moran Regarding claim 
1, the Examiner acknowledges that Robinson does not teach, but asserts that Moran 
teaches, "determining a position of a point pressed on a touch foil, the touch foil being 
placed and aligned over or under the identified page of the physical document" (col. 6, 
15 lines 13-19) and identifying and accessing a service with a selected marked item (col. 2, 
line 50, to col. 3, line 3) 

Each of Applicant's independent claims requires the limitations of 
determining a position of a point pr essed on a touch foil, the touch foil being placed and 
aligned over or under the identified page of the physical document, the identified page 
20 comprising one or more marked items, and the touch foil being pressed at a point 
corresponding to a selected marked item 

Applicant notes that Moran is directed to a physical information collage 

composed of components, such as documents, and operator icons "which may be used to 

provide digital services ." See, for instance, Abstract of Moran. While a document may 

25 be identified by the system as an object to operate on, Moran does not teach that an item 

within the document can be identified and/or used by the system as an operator' icon The 

Examiner points to col 5, line 16, for the assertion that "Moran shows that individual 

textual material and graphics, which are the main components of a document, may be 

selected " In the cited text (col. 5, lines 10-29), Moran text states the following: 

30 Collage components can include physical artifacts 32 

positioned at defined spatial locations on the surface 30 (board 31 as 
shown), Physical artifacts 32 are typically documents 40 that may include 
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but are not limited to paper based textual documents 41, small electronic 
display screens 36, or textual material 46 or graphical material 47 written 
directly on surface 30. Physical artifacts may also include wall mounted 
containers 38 having signaling lights 39, or attachable symbolic icons such 
5 as arrow 42, As will be appreciated., physical artifacts 32 typically include 

the various documents, notecards, calendars, task schedules, phone 
number lists, project proposals, informational flyers, meeting 
announcements, photographs, maps, keys, or magnetic icons commonly 
used to organize or disseminate information for individuals or groups 
10 The physical artifacts can be permanently or detachably affixed by pins, 

clips, adhesives, strings, or other fixatives to the surface 30, or may be 
simply rest upon the surface 30 in suitable embodiments (e g a tabletop 
surface)., 

Applicant reads this cited text in Moran as indicating that textual material or graphical 

1 5 material can be a physical artifact, but Applicant submits that there is no indication in the 
cited text that items within a physical artifact can be used. Even if Moran can be 
considered to use a touch foil (and Applicant submits Moran does not disclose a touch 
foil), Moran appears to determine position of physical artifacts 32 on the surface 30. By 
contrast, the present invention is directed toward determining marked items within 

20 identified pages of identified physical documents 

Furthermore, Applicant's independent claims require "the touch foil being 
placed and aligned over or under the identified page of the physical document." In 
Moran, a user can move any physical artifact 32 to any position Applicant respectfully 
submits that whatever "alignment" exists in Moran for 1 a particular physical artifact 32 

25 would be incorrect as soon as the document is moved, and Moran appears not to place 
any restrictions on movement of physical artifacts .32. In fact, Applicant respectfully 
submits that there is no alignment required in Moran between a touch foil and an 
identified page of a physical document, Conversely, Applicant's independent claims 
require that a touch foil is aligned over or under an identified page of the physical 

30 document. 

Because neither Robinson nor Moran disclose the limitations of 
"determining a position of a point pressed on a touch foil, the touch foil being placed and 
aligned over or under the identified page of the physical document, the identified page 
comprising one or more marked items, and the touch foil being pressed at a point 
35 corresponding to a selected marked item," Applicant respectfully submits independent 
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claims 1, 10, 12, 13, 20, and 23 are patentable over Robinson or Moran, alone or in 
combination, 

Additionally, Applicant respectfully submits that one skilled in the ait 

would not combine Robinson and Moran, Applicant's independent claims have 

5 limitations of identifying a selected marked item of an identified page of a physical 

document by referring to a hyperlink table., Regarding hyperlinks, Moran states the 

following (col. 7, line 57 to coL 8, line 5 of Moran): 

To bettei illustiate operation of the present invention, 
consider an example scenario in which a team needs to review a web site 

10 they are constiucting, To provide visual, readily alterable feedback, the 

team prints out 12x9 inch papei sheets illustrating pages from the web site., 
These are tacked on a wall to form an information collage boaid 31 such 
as discussed in connection with FIG., 1 The sheets are identified by 
cameias positioned near the board To make hypertext links, the team can 

15 use tack and strings to indicate hyperlinks During team discussions, it is 

decided to alter the link structure and add a couple of new pages., The tack 
held strings are moved to indicate the link changes, while a couple of 
blank cards are tacked up to represent the new pages, with the content of 
those pages scribbled on the blank cards String links to them are made to 

20 tie them into the web site . 

As the cited text indicates, Moran teaches to use tack and strings to 
indicate hyper links as opposed to identifying a selected maiked item of an identified page 
of a physical document by referring to a hyperlink table . For sake of argument, even if 
25 Robison teaches of using hypertext or hyperlinks in reference to a "selected item of an 
identified page of a physical document," Moran teaches completely different techniques 
for' indicating and using hyperlinks Therefore, one skilled in the art would not be 
motivated to combine Robinson and Mor an., 

Applicant respectfully submits that independent claims 1, 10, 12, 13, 20, 
30 and 23 are patentable over Robinson oi Moran, alone or in combination, and requests the 
r ejection of the independent claims under 35 U..S..G. §103(a) be withdr awn,. 

Claims 9 and 22 

Claims 9 and 22 were rejected under 35 US.C § 103(a) as being 
unpatentable over Robinson et ai. in view of Moran et al. Regarding claim 9, the 
35 Examiner acknowledges that Robinson does not teach, but asserts that Moran does teach, 
"a touch foil sensitive to pressure exercised over any point" (col. 6, lines 13-19), 
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Applicants note that claims 9 and 22 require wheiein the touch foil 
comprises a transparent touch foil, the touch foil being placed and aligned over the 
identified page of the physical document. As noted above, Applicant submits that Mot an 
does not disclose a touch foil, and Applicant respectfully submits that there is no 
5 alignment required in Moran between a touch foil and an identified page of a physical 
document. Applicant also finds no disclosure or suggestion in Moran of a transparent 
touch foil 

Thus, Robinson or Moran, alone or in combination do not disclose or 
suggest wherein the touch foil comprises a transparent touch foil, the touch foil being 
10 placed and aligned over the identified page of the physical document, as required by 
claims 9 and 22 . 

Dependent Claims 2-9, 1 L 14-19 and 21-22 

Dependent claims 2-9, 11, 14-19, and 21-22 were rejected under 35 U.S.C. 
§ 103(a) as being unpatentable over Robinson et al. in view of Moran et al 

15 Claims 2-9, 11, 14-19, and 21-22 are dependent on independent claims 1, 

10, 13, and 20, respectively. The dependent claims incorporate all elements of the 
independent claims from which they depend and are therefore patentably distinguished 
over Robinson and Moran (alone or in combination) for the reasons set forth above, as 
well as other elements these claims add in combination to their respective base claims 

20 All of the pending claims, i. e ., claims 1-23, are in condition for allowance 

and such favorable action is earnestly solicited. 

If any outstanding issues remain, or if the Examiner has any further 
suggestions for expediting allowance of this application, the Examiner is invited to 
contact the undersigned at the telephone number indicated below 
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The Examinei's attention to this matter is appr eciated. 

Respectfully submitted, 

Date: June 18, 2007 Kevin M Mason 

5 Attorney for Applicants 

Reg No. 36,597 
Ryan, Mason & Lewis, LLP 
1.300 Post Road, Suite 205 
Fairfield, CT 06824 
10 (203)255-6560 
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